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REASONS FOR PRE-APPEAL BRIEF REQUEST FOR REVIEW 
Issues Presented 

1) Whether the Examiner's action §102(e) rejection based on the prior art reference 
Tarantino 1 was improper because Tarantino does not disclose, among other things, "a wagering 
input" and "a selection input," (e.g., Claims 25, 29, 39, 47 and 50). 

2) Whether the Examiner's § 1 02(b) rejection, or in the alternative § 1 03(a) rejection 
using Simunek 2 , was improper because Simunek does not employ randomly selected spots or 
locations. 

3) Whether the Examiner's § 1 03(a) rejection using Simunek in view of Tarantino 
was improper (a) for the same reasons it was improper to reject Claims based on Tarantino alone 
or Simunek alone and (b) because there is simply no motivation or suggestion to combine the 
two references as the Examiner has done. 



'U.S. Patent No. 6,702,671 
2 U.S. Patent No. 5,401,024 
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Why This Case Should Be Allowed 

This application was filed on March 5, 2002. After three Office Actions, including a 
Final Office Action, upon which the Examiner relied on references Walker 3 and Feola 4 , 
Applicants requested an interview with the Examiner on November 1, 2004. The Examiner 
denied Applicants' request for an interview on November 5, 2004 on belief that the intent was to 
amend the Claims or reiterate arguments and suggested the Applicants' appeal Applicants filed 
an RCE on December 2, 2004. In response, the Examiner cited Tarantino and Simunek, 
eliminating reliance on Walker and Feola, in two more Office Actions. The Applicants file a 
Notice of Appeal (although it seems apparent the Examiner is not fully understanding the cited 
references, which an interview might have helped). 

The Examiner rejected Claims 25-48 and 50-52 under 35 U.S.C § 102(e) as being 
anticipated by Tarantino. Anticipation can only be established if each and every limitation of a 
Claim is identically set forth and taught in a single prior art reference. See, e.g., In re Bond, 910 
F.2d 831, 832 (Fed. Cir. 1990). In addition, every element of the claimed invention must be 
literally present, arranged as in the Claim, in order for a reference to anticipate. Richardson v. 
Suzuki Motor Co., 868 F.2d 1226, 1236 (Fed. Cir. 1989). 

With regard to this rejection, Applicants' invention provides in part, a "wagering input 
device" to register a wager independent from "registering a selection input" to select game 
element locations for gameplay. Applicants' Claims introduce a variation of a Keno game with 
an abundance of locations (spots, reels, etc.). A player enters a wager via a "wagering input 
device" and "a selection input" is registered for selecting game element locations for gameplay. 
The player can select which locations, independent of wager amount, will be used for a 
gameplay condition to ultimately determine an outcome. At the outset - and this is an important 
distinction - the player selects locations for a gameplay condition independent of the player's 
wager amount. After registering the selection of locations and the wager separately, the 
locations are played to reveal the game element indicia for the respective location. 

There can be no anticipation by Tarantino. Tarantino does not disclose a player selecting 
multiple locations. Tarantino is a dice game where the number of indicia displayed is dependent 



3 U.S. Patent No. 6,174,235 

4 U.S. Patent No. 6,149,156 
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upon the size of the player's bet. (col. 9, Ins. 27-28). The Examiner references col. 9, Ins. 41-61 
and further col. 9, Ins. 54-61 (Office Action, p. 4), at which the Tarantino specification discloses 
the selection of columns within a matrix based on the amount, or monetary value, of the players 
bet. Tarantino explains a first column is displayed based on a bet of a first amount, two 
additional columns (total of 3) are displayed based upon a second bet, two additional columns 
(total of 5) are displayed based on a third bet, two additional columns (total of 7) are displayed 
based on a fourth bet, and two additional columns (total of 9) are displayed based on a fifth bet. 

As further described at col. 12, Ins. 52-64, the player places a first bet and then is entitled 
to select one single location to be displayed, (col. 12, Ins. 52-53). The game is played, then, the 
player may place a second bet to select a second single location, (col. 12, Ins. 61-63). Unlike the 
present invention, the selections of Tarantino are directly related to the amount of the player's 
wager, and occur in seriatim gameplay. 

As recognized by the Examiner at Office Action, page 4, the "larger the betting amount", 
the "larger number of locations" a player is allowed to select. The player in Tarantino can 
"continue to place additional bets and make additional selections in an attempt to receive a 
winning outcome which results in a higher reward." (col. 13, Ins. 2-5) In contrast, Applicants' 
game is a variation of Keno in which the player places a wager once and prior to the selection 
and registration of game element locations for gameplay. There is no seriatim placement of 
another wager for additional locations as disclosed in Tarantino. (col. 9, Ins. 41-61; col. 12, Ins. 
52-53). 

The Examiner also rejected Claims 25-48 and 50-52 under 35 U.S.C. § 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as obvious over Simunek. The 
Examiner further rejected Claims 37-38 and 44-46 under 35 U.S.C. § 103(a) as unpatentable 
over Simunek in view of Tarantino. 

Simunek discloses a Keno-type video gaming device where randomly selected spots on a 
punch board are compared to player selected spots to determine if there are any matches, (col. 3, 
Ins. 50-54). A payout is determined on the number of matches between the player selected spots 
and the microprocessor's randomly selected spots, (col. 1,1ns. 15-25). The Examiner's 
argument that "because the machine (of Simunek) randomly picks locations to spin, it is entirely 
possible that all 10 locations may be picked," (Office Action, p. 5), has no relevance to 
Applicants' invention because there is no random selection of locations in Applicants' 
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invention; the player selects the game element spots or locations. 

Applicants do not employ randomly selected spots or locations, only randomly selected 
indicia at the player selected locations, to determine if there are any matches. One indicia from a 
set of indicium is randomly selected to be displayed after the player selects the game element 
spot or location to be played. 

The Examiner's position that the machine's capability "of selecting randomly 'some or 
all' locations indicates the possibility of selecting 'all' spots by the machine" of which those 
locations turn into reel like locations displaying symbols, (Office Action, p. 3), is simply not 
germane to the Claims. Moreover, the Examiner is incorrect in what "appears" to him as 
Applicants' invention. (Office Action, p. 5). Applicants' invention does not spin the "entire 
population of reels" after the player has selected locations. In Applicants' invention, the player 
selects "spots" (i.e., locations), which are then spun to determine whether any will ultimately 
have winning (e.g., matching) indicia. 

Perhaps most lacking is some motivation to one skilled in the art to combine a dice game 
(Tarantino) with a Keno-type game (Simunek). It can hardly be claimed, as the Examiner does, 
that it would have been obvious to one skilled in the art, to combine the dice game of Tarantino 
with the Keno-type game of Simunek. Where is the requisite motivation? None is provided. It 
is well established that before a conclusion of obviousness may be made based on a combination 
of references, there must have been a reason, suggestion, or motivation to lead an inventor to 
combine those references. ACS Hosp. Sys., Inc. v. Montefiore Hosp, 732 F.2d 1572, 1577 (Fed. 
Cir. 1984). The relevant inquiry is whether there is "a reason, suggestion, or motivation in the 
prior art . . . that would have led one of ordinary skill in the art to combine the reference." Ruiz v. 
A.B. Chance Co., 234 F.3d 654, 664 (Fed. Cir. 2000). 

There is no teaching or suggestion to combine Tarantino, a game disclosing a matrix of 
die elements whereupon a player attempts to achieve a predetermined combination of die indicia, 
with Simunek, a game disclosing spots matched between player selected spots and randomly 
selected spots that turn into a slot "reel" display for spin. This is highlighted by how far the 
Examiner has gone in trying to stretch Simunek to reach the invention (random picks that 
"possibly" would result in "all 10 locations" being picked). 
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Conclusion 



For the reasons stated above, Applicants requests that the present application be allowed 
on the existing Claims. 
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